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REMARKS 

Applicant sincerely appreciates the thorough examinatioiD of the present application as 
evidenced by the Official Action of My 1, 2002. Applicant further agpredates the indication 
of allowance of Claims 1-29, 33, 43, 46, 48 and 50 and that the rejected claims are not 
anticipated or rendered obvious by the art of record. Applicant requests that the Examiner 
consider the rejected claims once more in light of the discussion of the recapture doctrine 
below. 

Various limitations have been ^plied by the courts on the type of errors that qualify 
as "error" under Section 251. In general "error" is liberally interpreted and may include an 
"attome/s failure to appreciate the full scope of the invention." In re Mentor Corp. v, 
Coloplast. Inc., 998 F.2d 992, 995 (Fed. Cir. 1993)(quoting//i re Wilder, 736 ¥2d 1516, 
1519 (Fed. Cir. 1984)). However, the recapture rule "pirevents a patentee from regaining 
through reissue the subject matter that he surrendered in an effort to obtain allowance of the 
original claims." P<mnu v. Storz Instruments, Inc., 258 F.3d 1366, 1370-71 (Fed. Cir. 
2001)(quoting/n/'e Clement, 131 F.3d 1464, 1468 (Fed. Cir. 1997)). 

The process for application of the recapture rule was more fully described b Panrm: 

Reissued claims that are broader than the original patent's claims in a 
manner directly pertinent to the subject matter sunendered during prosecution 
are impermissible. Application of the recapture rule is a three-step process. 
The first step is to "determine whether and in what 'aspect' the reissue claims 
are broader than the patent claims. " "The second step is to determine whether 
the broader aspects of the reissued claim related to the surrendered subject 
matter." Finally, the court must determine whether the reissued claims were 
materially narrowed in other respects to avoid the recapture rule. 

Pemnu, 258 F.3d at 1371 (citations omitted). 

With respect to the third step in the recapture analysis, the Court in Mentor stated that 
the added limitations relied on as narrowing the claim must narrow the claim in a "material 
respect compared with their broadening." Mentor, 998 F.2d at 996 (emphasis added); see 
also, Clement, 131 F.3d at 1471 (finding recapture applied for claim "broader than it is 
narrower in a manner directly pertinent to the subject matter that Clement surrendered 
throughout the prosecution. ")(emphasis added). 
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The third step was fiirther analyzed in Hester Industries, v. Stein, Inc.^ 142 FJd 1472 
(Fed. Cir. 1998). The court in Hester stated that the recapture rule may be overcome "when 
the reissue claims are materially narmwer in nthftr ftvprinftirpH flL<yertg of the iiavention. The 
purpose of this exception to the recapture rule is to allow the patentee to obtain through 
reissue a scope of protection to which he is rightfully entitled for such nvi^HftftUpH flflp<>rtq " 
Hester, 142 F,3d at 1482-83 (emphasis added). 

Another tec^rture case. Ball Corp, v. United StateSy 729:F.2d 1429 (Fed. Cir. 1984), 
preceded the development of the three step test described above. Nonetheless, the court in 
Ball stated that, when deteimining whether the applicant had m^de a deliberate decision that 
cancelled claims were unpatentable required a focus "on the scope of the claims, not on the 
individual feature or element purportedly given up during prosecution of the original 
^pUcation." Ball, 729 F.2d at 1437. 

The OfiBcial Action further notes that Applicant has also relied on B.E. Meyers & Co. 
V. United States, 56 U.S.P.Q.2d 1 1 1 0 (a CI 2000)("Mey'ers"). (Official Action, p. 7)?Ihe 
OfBcial Action states that Meyers does not apply as "it appears that these limitations were, in 
fact, surrendered for reasons of patentability evidenced ftom the '335 file wrapper history. 
Accordingly, the claims are rejected.*' (Official Action, p. 7). However, such a conclusion is 
contrary to the holding in Meyers. In Meyers, the patentee presented claims during reissue 
that did not recite any "pulsing circuitry" but, instead, were directed to a lens apparatus 
"independent of vAatever type of pulsing circuitry roight be used." Meyers, 56 U.S-P.Q.2d at 
1 1 1 6i During original prosecution, claims including a generic pulsing circuit had been 
amended to add Ihxiitations to tiie pulsing circuit to overcome prior art rejections. Meyers, 56 
U.S.P.Q.2d at 1 1 1 5, Meyers held that this was not reci^ture as the patentee was not trying to 
"protect any type of pulsing circuit design that is taught by the prior art. Meyers^ 56 
U.S.P.Q2datlll6. 

Thus, as with presently rejected independent Claims 30, 31, 34, 35, 44 and 51-56 
related to paging methods, systems and mobile stations, Meyers found that claims directed to 
a distinct invention were not barred during reissue under the recapture doctrine. This is 
consistent with the Court of Appeals for the Federal Circuit cases discussed above. As is 
clear from the amendments to Claims 29, 33 and 43 thai overcome the previous recapture 
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rejections of those claims, the limitations the Official Action asserts should be! added relate to 
determining "a phase of the calling channel signal" when decoding a received signal and to 
"using said phase of the calling channel to extract traffic information." However, Applicant 
submits that the Official Action has failed to establish any basis 'for how or why such 
recitations should be ^plied to the paging claims. Accordingly, the rejections! of the paging 
claims under Section 251 should be withdrawn. 

Independent Claims 45, 47 and 49 also stand rejected under Section 25 1 . Applicant 
submits that the amendments above obviate these rejections by reintroducing rtecitations the 
,Official Action asserts are required. Accordingly, Applicant requests withdrawal of all the 
pending rejections. 

Applicant further notes that the Official Action cites to various cases of the Court of 
Appeals for the Federal Circuit in support of the Section 25 1 rejections. However, each of 
these cases is merely cited for general rules related to Ihe recapture doctrine that singly are 
not determinative in the present case. For example. In re Wilder is cited for the proposition 
that every error is not correctable by reissue. (Official Action, p. 8). Applicant does not 
disagree, but submits that such a proposition fails to provide a basis for rejecting the claims 
pending in the present application. As to the remaining details of In re Wilder, Applicant 
notes that the dicta in this 1 984 case is of, at most, questionable value in light of the more 
recent cases discussed above by Applicant. 

As to the In re Houmfield case, Applicant notes that the Official Action relies on this 

case to assert that the test for reissue claims is "whether Ae reissue claims are for the same 

invention as that disclosed in the original patent." (Official Action, p. 8). However, the In re 

Hounsfield involved an appeal of a Patent Office rejection of a reissue based on an "intent to 

claim" theory. The court in bi re Hounsfield specifically rejected this grounds and stated that 

there is no such "independent basis for denying a reissue application." In re Hounsfield, 699 

F.2d 1320, 1323-24 (Fed. Cir. 1983). Furthermore, the Official Action's q)plication of In re 

Hounsfield to the present application is inconsistent with the Court of Appeals for the Federal 

Circuits recent description of the reissue process as follows: 

A patentee who inadvertently feils to claim disclosed subject matter, 
however, is not left without remedy. Within two years from the grant of the 
original patent, a patentee may file a reissue application and attempt to enlarge the 
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scope of the original claims to include the disclosed but previously unclaimed 
subject matter. 

Johnson & Johnston Assoc. v. R.E. Service Co., 62 U.S.P.Q.2d 1225, 1231 (Fed Cir. 2002). 
Thus. In re Hounsfield also provides no support for the present Section 251 rejections. 

FinaUy, the OfGcial Action cites to Hewlett-Packard Co. v. Bausch & Lomb Inc., 882 
F.2d 1556 (Fed. Cir. 1989) for the proposition that ''nomntentionalfeilure to obtain claims 
narrower in scope that the patent claims is not, as such, 'error.'" (Official Action, p. 8). As an 
initial matter, AppUcant fails to understand how the Official Action contends such a legal rule 
relates to the present rejections as this is a broadening reissue appUcation. Furthennorc, the 
issue in the Hewlett-Packard case related 1o the sufficiency of a reissue declaration and ' 
vrhether a nanowing amendment could be based on an asserted error that the patentee had 
claimed less than he had a right to claim. Hewlett-Packard, 882 F.2d at 1 564-65. As such is 
simply not the case here, AppUcant submits that Hewlett-Packard, like the other cases cited in 
the OflScial Action, fails to support the present rejections. 

rnNrTiT<jT ftW 

Applicant respectiuUy submits that, for the reasons discussed above and in Applicant's 
previous responses, the claims as amended satisfy the requirements of 35 U.S.C. § 25 1 . 
Accordingly. Applicant respectfully requests entry of this Amendment and aUowance of all 
the pending claims and passing this appHcation to reissue. 



Respectfully su|)] 

ml 

Robert W.Glatz 
Registration No. 36,811 
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In thfiriaiwc* 

Please replace Claims 45, 47 and 49 with the following.' 

45. (Amended) A method for transmitting control information and user traffic 
signals from a first base station to a plurality of mobile stations in a code division multiple 
access communication system comprising the steps of: 

coding control infonnation using a spread spectrum code unique to control 
infoimation to fonn a calling channel signal, wherein a duration of each of a succession of 
data blocks in the calling channel signal is equal to a duration of a speech coder's analysis 
period and wherein said control information carries information for a specified group of 
mobile stations only at predetermined times; 

coding each user traffic signal using a spread spectrum code unique to each traffic 

signals- 
adding said calling channel signal and said coded traffic* signal to obtain a composite 

signal; 

modulating said composite signal on a radio frequency carrier to form a radio 
frequency signal; and 

transmitting said radio frequency signal to said plurality of mobile stations with an 

a SSnci a tffd nhaSP ffS rprHveH at nnpg nf th^. ph^mTity of moKn^ gf^t f nng rr^r nc^ tfie n>ni>i'vi'ng 
ones of Thfr pluralilY of innhilfi <;rfltinns in eytrarting traffir gign^lc intRnH^ fr^ ^bg r^i^i^nng 
ones of fbfi pliTOlity nf tnnbi1p> ctati*r>T>c 



9 



NO. 2517 P. 



47, (Amended) A code division multiple access communication system for 
transmitting control information and user traffic signals from a first base station to a plurality 
of mobile stations comprising: 

means for coding control information using a spread spectrum code unique to control 
information to form a calling channel signal, wherein a duration of each of a succession of 
data blocks in the calling channel signal is equal to a duration of a speech coder's analysis 
period and wherein said control information means carries information for a specified group 
of mobile stations only at predetermined times; 
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means for coding each user traffic signal usina a snreaH c^ ^ . 
tafficsignal; ^ ^ » spread, spectrum code unique to each 

for adding said calling channel Signal and «dd coded traffic si^ to ob^ 
composite signal; ^ ^ 

radio frequency signal; and 

n^fortra^mittingsaidradiofrequencysig^ 

49. (Amended) A code division multiple access communication system for 
^ttrngcont^linformationanduse^ 

ofmobile stations comprising; P^urauv 

mtoa,„„ fop a specified group of mobUe sado,. ^ „ „edet=m>i,«<, d««. 

asMl "smg a spread spectnim code unique to each traffic signal; 

"<«™i^«»™*fl».«configu«dtoaddaecai]ingd™n.lsie.«l,ndfl„c^ 
tKOic signals to provide a composite signal; 

'■»i^"'tois<»nfigumltomodulate,hecon,positesign.lon.radioS««^ 
earner to &nn a radio ftequency signal; and 

a transnA po«er amplifier tlmt is eon%«d to transmit the radio fi«,uency signal via 
^a^^^to^plunli^ofntobaestations^ia^^ 

^M ^nfmohi l .^^-nn.fnn,.hv,l, , ^ „„„„ ,. 

™.m ..raffir^,.. | „n„n. , ,fa,^ , ,„ „„„„ p ..„.:.. ..^^ i , ,, , 

-END-. 
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